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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 25, 
2007 has been entered. 

Response to Amendment 

2. In response to the last Office Action, claims 1, 4, 12, and 13 are amended. Claim 
11 is canceled. Claims 1-10 and 12- 20 are now pending. 

3. The rejection of claims 1 and 4 under 35 (JSC 112, second paragraph as lacking 
proper antecedent basis is withdrawn in view of the amendment filed on May 25, 2007. 

Response to Arguments 

4. Applicant's representative's arguments filed on May 25, 2007 have been fully 
considered but they are not persuasive. 

■* 

a. In regards to claim 8, applicant's representative argues on page 7 of the 
remarks that "the predetermined one of the memory locations is the same 
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memory location that is always used for accessing the memory contents and that 

at 

Tamaiuolo neither discloses nor suggests using the same predetermined location 
to sequentially access memory locations via this same predetermined or selected 
memory location". 

Claim 8 simply recites, inter alias, "...allow sequential access to the 
contents of the memory locations via a predetermined one of the memory 
locations during a second mode of operation." Needless to say, there no mention 
whatsoever of "using the same predetermined location to sequentially access 
memory locations via this same predetermined or selected memory location" as 
alleged by applicant's representative. Therefore, in response to applicant's 
argument that the references fail to show certain features of applicant's invention, 
it is noted that the features upon which applicant relies (i.e., using the same 
predetermined location to sequentially access memory locations via this same 
predetermined or selected memory location) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

b. Applicant's representative submits on page 8 of the remarks that "...It is 
seen that in ladanza as data is pushed into a given sub-array the content of the 
next sub-array is dependent on the content of the previous sub-array and that 
this operation is contrary to the express language of claim 1". 
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Claim 1 simply recites "a data content of any memory element of the sub- 
array being rotatable by shifts through the memory elements of the sub- 
array". Examiner would like to point out that it is overflow data that is 
'shifted out of the given array and propagated to the next adjacent sub- 
array. Before data can be shifted out to the adjacent sub-array, that data 
has first been shifted in the given sub-array and it is only after that sub- 
array has been overflow that a particular data that has been shifted in the 
given sub-array now got shifted and propagated to the next adjacent sub- 
array. 

c. Applicant's representative argues on page 9 of the remarks that "neither 
ladanza nor APA, whether taken alone or in combination, disclose or suggest 
such rings of memory locations" recited in claim 12. 

However, these limitations of claim 12, "...the memory locations comprise 
rings. ..with the contents of each ring being independent of the contents of 
the other rings.. .the control circuit is operable to control each of the 
rings..." are not supported by the original disclosure and claim is 
susceptible to 1 12 first paragraph rejection as containing new matter. » 



d. Finally, for Applicant's convenience, Examiner would like to point out that 
several limitations are statements of intended use of the claimed invention. A 
recitation of the intended use of the claimed invention must result in a structural 
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difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. For instance:- 

i. Independent claim 8 recite inter alias, "a control circuit coupled to 
the memory locations and operable to , allow random access..., and allow 
sequential access... 

ii. Independent claim 12 recites inter alias, "a control circuit... operable 
to_cause the array to operate as a random access memory..., and a first- 
in-first out memory... 

iii. Dependent claim 13 recites inter alias, "the control circuit is 
operable to , receive..., shift..., and allow... 

iv. Independent claim 14 recites inter alias, a control circuit... operable 
to, allow random access..., and allow sequential access... 

See, e.g., In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA * 
1963) (The claims were directed to a core member for hair curlers and a 
process of making a core member for hair curlers. Court held that the 
intended use of hair curling was of no significance to the structure and 
process of making.); In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 
(CCPA 1962) (statement of intended use in an apparatus claim did not 
distinguish over the prior art apparatus). If a prior art structure is capable 
of performing the intended use as recited in the preamble, then it meets 
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the claim. See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 
1429, 1431 (Fed. Cir. 1997). See also MPEP § 21 12 - § 21 12.02. 



Claim Rejections • 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claim 12 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 

•6 

skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Claim 12 recites inter alias "...the memory 
locations comprise rings,. .with the contents of each ring being independent of the 
contents of the other rings... the control circuit is operable to control each of the rings...". 
These limitations find no support in the original disclosure under 35 USC 112 first 
paragraph and consist new matter. See Waldemar Link, GmbH & Co. v. Osteonics 
Corp. 32 F.3d 556, 559, 31 USPQ2d 1855, 1857 (Fed. Cir. 1994); In re Rasmussen, 
650 F.2d 1212, 21 1 USPQ 323 (CCPA 1981). See MPEP § 2163.06 - § 2163.07(b) for 
a discussion of the relationship of new matter to 35 U.S.C. 112, first paragraph. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by* 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 8-10 and 14-16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Tomaiuolo (2002/008781 7). 

As per claims 8 and 14-16, Tomaiuolo discloses a memory, comprising: a 
plurality of memory locations each having a contents [par. 006]; and a control circuit 
coupled to the memory locations and operable to, allow random access to the memory 
locations during a first mode of operation, and allow sequential access to the contents 
of the memory locations via a predetermined one of the memory locations during a 
second mode of operation [page 6, left column, par. 8], 

As per claim 9 Tomaiuolo discloses the first mode of operation comprises a read 
mode and the second mode of operation comprises a write mode [par. 004]. 
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As per claim 10 Tomaiuolo discloses the first mode of operation comprises a 
write mode; and the second mode of operation comprises a read mode [par. 015]. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
ladanza (6,091,645) in view of Applicant Admitted Prior Art (hereinafter APA). 

As per claim 1, ladanza discloses a memory comprising: at least one array of" 
memory elements [col. 2, II 28-35]; a partition of the at least one array into a plurality of 
sub-arrays of the memory elements [Fig. 1A-1D]; an array configuration circuit for 
selectively putting the at least one array in one of two operating configurations, the two 
operating configurations including [col. 2, II 20-27]; a sub-array selector, responsive to a 
first memory address, for selecting one among the plurality of sub-arrays according to 
the first memory address, the sub-array selector enabling access to the selected sub- 
array [col. 2, II 28-36]; and a memory element access circuit, responsive to a second 
memory address, for enabling access to a prescribed memory element in the selected 
sub-array after a prescribed number of shifts, depending on the second memory 
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address, of the data content of the memory elements in the selected sub-array, a data 
content of any memory element of the sub-array being rotatable by shifts through the 
memory elements of the sub-array [col. 8, II 36-50; col. 10, II 29-42]. 

However, landaza does not specifically teach a first operating configuration, in 
which the memory elements of the at least one array are coupled one to another to form 
a monodimensional sequentially-accessible memory, and a second operating 
configuration, in which the memory elements in each sub-array are coupled to one 
another so as to form an independent monodimensional sequentially-accessible 
memory block as required by the claim. 

APA discloses a first operating configuration, in which the memory elements of 
the at least one array are coupled one to another to form a monodimensional 
sequentially-accessible memory, and a second operating configuration, in which the 
memory elements in each sub-array are coupled to one another so as to form an 
independent monodimensional sequentially-accessible memory block [pars. 6 and 7] to 
provide a memory that can be accessed sequentially in a first-in, first-out manner and a 
memory that can be accessed randomly (pars. 6-7). 

Since the technology for implementing a memory array with a first operating 
configuration, in which the memory elements of the at least one array are coupled one 
to another to form a monodimensional sequentially-accessible memory, and a second 
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operating configuration, in which the memory elements in each sub-array are coupled to 
one another so as to form an independent monodimensional sequentially-accessible 
memory block was well known as disclosed by APA, an artisan would have been 
motivated to implement this feature in the system of ladanza in order to have a memory 
that can be accessed sequentially in a first-in, first-out manner and a memory that can 
be accessed randomly. Thus, it would' have been obvious to one of ordinary skill in the 
art at the time of invention by Applicant to modify the system of ladanza to include a first 
operating configuration, in which the memory elements of the at least one array are v 
coupled one to another to form a monodimensional sequentially-accessible memory, 
and a second operating configuration, in which the memory elements in each sub-array 
are coupled to one another so as to form an independent monodimensional 
sequentially-accessible memory block since this would have provided a memory that 
can be accessed sequentially in a first-in, first-out manner and a memory that can be 
accessed randomly (pars. 6-7) as taught by APA. 

As per claim 2, ladanza discloses said array configuration circuit includes, for, 
each sub-array of memory elements, an input selector associated with a first memory 
element of the sub-array, for selectively feeding the first memory element with either an 
output of a last memory element in an adjacent previous sub-array, in the first operating 
configuration, or an output of a last memory element of the sub-array, in the second ... 
operating configuration [col. 2, II 52-65; col. 5, II 66 to col. 6, II 12]. 
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As per claim 3, ladanza discloses the first operating configuration is a data • 
storage configuration, in which the memory is put when data are to be stored therein, 
and the second operating configuration is a data retrieval configuration, in which the 
memory is put when data are to be retrieved therefrom [col. 1, II 62 to col. 2, II 4; col. 2, 
II 28-36]. 

As per claim 4, ladanza discloses in the second operating configuration each 
sub-array provides a respective output data, the sub-array selector selecting one sub- 
array output data out of the plurality of output data provided by the plurality of sub- - 
arrays, according to the first address [col. 2, II 28-36]. 

As per claim 5, ladanza discloses said memory element access circuit enables a 
transfer of the output data of the selected sub-array to a memory output after a 
prescribed number of shifts of the data content of the memory elements in the selected 
sub-array [col. 8, II 36-50; col. 10JI 29-42]. 

As per claim 6, ladanza discloses said memory element access circuit includes a 
counter for counting the number of data content shifts, and a coincidence detector 
detecting coincidence between a counter value and a value representative of the 
second address, the coincidence detector enabling the transfer of the output data of the 
selected sub-array to the memory output when the counter value equals the value * 
representative of the second address [col. 2, II 36-44; col. 10, II 10-28; col. 35, II 34-51; 
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col. 33, II 25-34]. 

if 

As per claim 7, ladanza discloses each memory element includes at least one 
flip-flop [col. 28, II 42-52]. 

1 1 . Claims 1 2-1 3 and 1 7-20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Tomaiuolo (2002/0087817) in view of APA and further in view of 
ladanza (6,091,645). 

As per claim 12, Tomaiuolo discloses a memory, comprising: an array of memory 
locations [par. 005-006]; and a control circuit coupled to the array and operable to cause 
the array to operate as a random-access memory during a first mode of operation [page 
6, left column, par. 8]. 

However, Tomaiuolo does not specifically teach a first-in-first-out memory during 
a second mode of operation as required by the claim. 

APA discloses a first-in-first-out memory during a second mode of operation [Par. 
006] to provide a memory that can be accessed sequentially in a first-in, first-out 
manner (pars. 6-7). 

Since the technology for implementing a memory with a first-in-first-out memory 
during a second mode of operation was well known as disclosed by APA, an artisan • 
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would have been motivated to implement this feature in the system of Tomaiuolo in 
order to have a memory that can be accessed sequentially in a first-in, first-out manner. 
Thus, it would have been obvious to one of ordinary skill in the art at the time of 
invention by Applicant to modify the system of Tomaiuolo to include a first-in-first-out 
memory during a second mode of operation since this would have provided a memory 
that can be accessed sequentially in a first-in, first-out manner (pars. 6-7) as taught by 
APA. 

As per claim 12 Tomaiuolo further discloses the memory locations comprise rings 
of serially coupled memory locations each having a respective contents with the 
contents of each ring being independent of the contents of the other rings [page 6, left 
column, par. 8]. 

However, Tomaiuolo and APA do not specifically teach during the first mode of 
operation, the control circuit is operable to, receive a clock signal, shifting the contents 
of each respective memory location in the ring to a respective next memory location in 
the ring once per cycle of the clock signal, and allow access to a predetermined one of 
the memory locations during a predetermined cycle of the clock signal. 

ladanza discloses during the first mode of operation, the control circuit is 
operable to control each of the rings to, receive a clock signal, shifting the contents of 
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each respective memory location in the ring to a respective next memory location in the 
ring once per cycle of the clock signal, and allow access to a predetermined one of the 
memory locations during a predetermined cycle of the clock signal [col. 8, II 36-50; col. 
10, II 29-42; col.11, II 28-35; col. 35, II 52-59] to provide serial scan shifting of data for 
driving each of the memory cells (col. 11, II 30-35). 

Since the technology for implementing a memory with shifting the contents of 
each respective memory location in the ring to a respective next memory location in the 
ring once per cycle of the clock signal, and allow access to a predetermined one of the 
memory locations during a predetermined cycle of the clock signal was well known as 
evidenced by ladanza, an artisan would have been motivated to implement this feature 
in the system of Tomaiuolo and APA in order to provide serial scan shifting of data for 
driving each of the memory cells. Thus, it would have been obvious to one of ordinary 
skill in the art at the time of invention by Applicant to modify the system of Tomaiuolo 
and APA to include shifting the contents of each respective memory location in the ring 
to a respective next memory location in the ring once per cycle of the clock signal since 
this would have provided serial scan shifting of data for driving each of the memory cells 
(col. 11, II 30-35) as taught by ladanza. 

As per claim 13 Tomaiuolo discloses the memory locations comprise a ring of 
serially coupled memory locations each having a respective contents [page 6, left 
column, par. 8]. 



Application/Control Number: 

10/662,225 

Art Unit: 2188 



Page 15 



However, Tomaiuolo and APA do not specifically teach during the first mode of 
operation, the control circuit is operable to, receive a clock signal, shifting the contents 
of each respective memory location in the ring to a respective next memory location in 
the ring once per cycle of the clock signal, and allow access to a predetermined one of 
the memory locations during a predetermined cycle of the clock signal. 

ladanza discloses during the first mode of operation, the control circuit is 
operable to, receive a clock signal, shifting the contents of each respective memory 
location in the ring to a respective next memory location in the ring once per cycle of the 
clock signal, and allow access to a predetermined one of the memory locations during a 
predetermined cycle of the clock signal [col. 8, II 36-50; col. 10, II 29-42; col.11, II 28-35; 
col. 35, II 52-59] to provide serial scan shifting of data for driving each of the memory 
cells (col. 11, II 30-35). 

Since the technology for implementing a memory with shifting the contents of • 
each respective memory location in the ring to a respective next memory location in the 
ring once per cycle of the clock signal, and allow access to a predetermined one of the 
memory locations during a predetermined cycle of the clock signal was well known as 
evidenced by ladanza, an artisan would have been motivated to implement this feature 
in the system of Tomaiuolo and APA in order to provide serial scan shifting of data for 
driving each of the memory cells. Thus, it would have been obvious to one of ordinary 
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skill in the art at the time of invention by Applicant to modify the system of Tomaiuolo 
and APA to include shifting the contents of each respective memory location in the ring 
to a respective next memory location in the ring once per cycle of the clock signal since 
this would have provided serial scan shifting of data for driving each of the memory cells 
(col. 11,11 30-35) as taught by ladanza. 

As per claims 17-20, the rationale in the rejection of claim 12 is herein 
incorporated. 

Conclusion 

12. When responding to the office action, Applicant is advised to clearly point out the 
patentable novelty that he or she thinks the claims present in view of the state of the art 
disclosed by references cited or the objections made. He or she must also show how 
the amendments avoid such references or objections. See 37 C.F.R. 1.111(c). 

1 3. When responding to the Office action, Applicant is advised to clearly point out 
where support, with reference to page, line numbers, and figures, is found for any 
amendment made to the claims. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mardochee Chery whose telephone number is (571) 
272-4246. The examiner can normally be reached on 8:30A-5:00P. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on (571) 272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

December 6, 2007 





Mardochee Chery 

Examiner 

AU:2188 



